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DETAILED ACTION 

1 . This action is responsive to communications: Amendment, filed 08/24/2006; 
Declaration under 37 CFR 1.131, filed 08/24/2006; IDS filed 06/13/2006; IDS filed 
05/08/2006. 

2. Claims 1-18 are pending in the case. Claims 1, 3, 5, and 7 are independent 
claims. 

Response to Amendment 

3. The Declaration filed on 08/24/2006 under 37 CFR 1 .131 is sufficient to 
overcome the Fordin reference (Fordin, "Java Architecture for XML Binding: Executive 
Summary", Sun Microsystems, published July 2003, p. 1-7.). However, upon further 
consideration, a new ground of rejection is made in view of Skonnard. Applicant's 
amendments to the claims required a new search which produced the new ground(s) of 
rejection. 

Information Disclosure Statement 

3. The information disclosure statement filed 06/13/2006 fails to comply with 37 
CFR 1 .98(a)(2), which requires a legible copy of each cited foreign patent document; 
each non-patent literature publication or that portion which caused it to be listed; and all 
other information or that portion which caused it to be listed. It has been placed in the 
application file, but the information referred to therein has not been considered. In this 
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case, the Information Disclosure Statement cites a beta release with system code, 
however, a copy of the information has not been furnished with the IDS. 

The information disclosure statement filed 05/08/2006 has been considered by 
the examiner. 



Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 1 and 2 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Specifically, claim 1 has been amended to 
add the limitation "a user interface for allowing a user to select resources in an ML 
schema library". A search of the specification found no description of "a user interface", 
rather "an application programming interface" was described. Therefore the claimed 
user interface presents new matter and must be rejected under 35 U.S.C. 112, first 
paragraph. Claim 2 depends from claim 1 and is rejected for incorporating the 
deficiencies of its base claim. 
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Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claims 1-18 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 

In regard to independent claims 1, 3, and 5, claims 1, 3, and 5 cite A 
programmable object for accessing the resources of a Markup Language (ML) schema 
library, comprising: a user interface for allowing a user to select resources in a ML 
schema library (Claim 1). As claimed, the programmable object and application 
programming interface (API) as well as the rest of the claim limitations, are 
nonfunctional descriptive material for at least two reasons. First, nonfunctional 
descriptive material is claimed because the invention is not recorded on a computer 
readable medium. Secondly, even if the invention were recorded on a computer 
readable medium, it would not be statutory because no requisite functionality is present 
to satisfy the practical application requirement. See Interim Guidelines for Examination 
of Patent Applications for Patent Subject Matter Eligibility, p. 1 -2. Rather, the claimed 
invention is directed toward an abstract idea, or at best, software perse. 

Specifically, a programmable object was known in the art to be: 1. the structural 
foundation for an object-oriented language... This foundation includes such principles as 
abstraction, concurrency, encapsulation, hierarchy, persistence, polymorphism, and 
typing... 2. The structural foundation for an object-oriented design. 3. The structural 
foundation for an object-oriented application (Microsoft Computer Dictionary, copyright 
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2002, Microsoft Corporation, p. 372). And, an API was known in the art as: A set of 
routines used by an application program to direct the performance of procedures by the 
computer's operating system (Microsoft Computer Dictionary, copyright 2002, Microsoft 
Corporation, p. 33). At best, the claimed invention describes a model or abstract 
foundation of ideas and a set of program routines which represents a manipulation of 
abstract ideas (Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility, p. 58). 



Regarding independent claim 7, for similar reasons, independent claim 7 is 
also not statutory. Claim 7 claims nonfunctional descriptive material for the reasons 
explained above. Further, while claim 7 represents a collection of abstract ideas, even 
if the invention were recorded on some computer readable medium the invention would 
lack practical application since the result of the invention is receiving access to the 
functionality identified in the ML schema library associated with the object property 
passed to the XML schema library, and access to functionality does not result in a 
practical application. 

In regard to dependent claims 2, 4, 6, and 8-18, claims 2, 4, 6, and 8-18 are 
rejected because they add nothing to render the claimed subject matter statutory. 
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Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 1-18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Skonnard, "What's New in MSXML 4.0", p. 1-12, published December, 2001 in 
MSDN Magazine , available at: 

http://msdn.microsoft.com/msdnmag/issues/01/12/xml. 

Regarding independent claim 1, Skonnard teaches a programmable object for 
accessing the resources of a Markup Language (ML) schema library (p. 2-3, "A New 
XML Schema API: SOM"); Skonnard teaches a Schema Object Model (SOM) which is 
loaded into a programmable object and associated with a namespace URI (p. 3, par. 1). 
Skonnard teaches an API interface for allowing a user to select resources in a ML 
schema library (p. 4, par. 1). Skonnard teaches an association requestor for requesting 
association of a ML schema file to a ML markup applied to a document in response to 
the user selecting resources in an ML schema library (p. 7, "XPath and Type 
Information") since Skonnard teaches an interactive XPath expression builder to 
associate a schema object with the input document to execute a transformation (p. 7, 
par. 8). Skonnard teaches a markup applier for applying the ML markup to the 
document in response to the requested association of an ML schema file to an ML 
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markup, since Skonnard teaches the interactive XPath expression builder to associate a 
schema object with the input document to execute a transformation (p. 7, par. 8), and 
also discloses the MSXMLWriter classes which allow the user to control the Markup 
Language output, i.e., a markup applier for applying the markup to the document. 

Regarding dependent claim 2, Skonnard teaches that the association requester 
is arranged to request removal of an association of the ML schema file to the ML 
markup applied to the document, and that the association requester is further operative 
to receive a return value from the schema library responsive to removal of the 
association of the ML schema file to the markup applied to the document, (p. 7, "XPath 
and Type Information") since Skonnard teaches an interactive XPath expression builder 
to associate a schema object with the input document to execute a transformation (p. 7, 
par. 8). Specifically, Skonnard teaches a series of functions for setting and returning a 
namespace association of a schema file to a markup applied to the document (p. 11-12, 
Fig. 9 and 10), and teaches how to programmatically set a property in Fig. 10, thus 
creating the association, therefore, it is implied in the disclosure of Skonnard that the 
function setting the association property allows removal of an association since the 
property may be reset, resulting in the removal of the association and receiving a return 
value from the schema library responsive to removal of the association, as depicted in 
Figs. 9 and 10. 
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Regarding independent claim 3, Skonnard teaches a programmable object for 
accessing the resources of a Markup Language (ML) schema library (p. 2-3, "A New 
XML Schema API: SOM"), comprising an application programming interface for allowing 
a user to programmatically access resources identified in an ML schema library (p. 4, 
especially par. 1); the application programming interface comprising a message call for 
requesting association of an XSLT transformation to an ML markup applied to a 
document, since Skonnard teaches using XSLT extension functions to associate an 
XSLT transformation to an ML markup applied to a document (p. 7, par. 6-7). 
Skonnard teaches an interactive XPath expression builder to associate a schema object 
with the input document to execute a transformation (p. 7, par. 8). Specifically, 
Skonnard teaches a series of XSLT functions for setting and returning a namespace 
association of a schema file to a markup applied to the document (p. 11-12, Fig. 9 and 
10), and teaches how to programmatically set a property in Fig. 10, thus creating the 
association, and the interface is operative to receive a return value from the XML 
schema library responsive to association of the XSLT transformation to the markup 
applied to the document (Fig. 10; p. 7). 

Regarding dependent claim 4, Skonnard teaches that the association requester 
is arranged to request removal of an association of the ML schema file to the ML 
markup applied to the document since Skonnard teaches association requesters in the 
form of both XPath and XSLT extension functions, and that the association requester is 
further operative to receive a return value from the schema library responsive to 
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removal of the association of the ML schema file to the markup applied to the 
document, (p. 7, "XPath and Type Information") since Skonnard teaches an interactive 
XPath expression builder to associate a schema object with the input document to 
execute a transformation (p. 7, par. 8). Specifically, Skonnard teaches a series of 
functions for setting and returning a namespace association of a schema file to a 
markup applied to the document (p. 11-12, Fig. 9 and 10), and teaches how to 
programmatically set a property in Fig. 10, thus creating the association, therefore, it is 
implied in the disclosure of Skonnard that the function setting the association property 
allows removal of an association since the property may be reset, resulting in the 
removal of the association and receiving a return value from the schema library 
responsive to removal of the association, as depicted in Figs. 9 and 10. 

Regarding independent claim 5, independent claim 5 is directed toward 
substantially similar subject matter as claimed in independent claim 1 , and is rejected 
along the same rationale. 

Regarding dependent claim 6, dependent claim 6 is directed toward 
substantially similar subject matter as claimed in dependent claim 2, and is rejected 
along the same rationale. 

Regarding independent claim 7, Skonnard teaches a method for accessing the 
resources of a Markup Language (ML) schema library (p. 2-3, "A New XML Schema 



Application/Control Number: 10/731,597 Page 10 

Art Unit: 2176 

API: SOM"); Skonnard teaches a Schema Object Model (SOM) which is loaded into a 
programmable object and associated with a namespace URI (p. 3, par. 1). Skonnard 
teaches an API interface for allowing a user to select resources in a ML schema library 
(p. 4, par. 1). Skonnard teaches calling the schema library via an object-oriented 
message call and passing an object property to the schema library, the object property 
being associated with a software object associated with functionality identified in the ML 
schema library (p. 5-6), since Skonnard teaches, for example, calling and passing the 
root and node schema object properties of the schema library. Skonnard teaches that 
in response to the message call and the object property passed to the ML schema 
library, receiving access to the functionality identified in the schema library associated 
with the object property passed to the schema library, since Skonnard teaches that the 
user can drill down into a particular schema item using the appropriate interfaces (p. 6, 
par. 1-3). 

Regarding dependent claim 8, Skonnard teaches a series of functions for 
setting and returning a namespace association of a schema file to a markup applied to 
the document (p. 7; p. 11-12, Fig. 9 and 10), and teaches how to programmatically set a 
property in Fig. 10, thus creating the association, therefore it is implied in Skonnard that 
a new namespace is added to a collection, and a path and URI are passed to the 
schema library as parameters of the method object as shown at p. 7, par. 6-7 in the use 
of a standard namespace declaration to set the property. 
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Regarding dependent claim 9, Skonnard teaches a namespace manager class, 
which can be used to manage a stack of namespace bindings and their scope (p. 8, last 
paragraph), which allows registering namespaces and manifests in the schema library. 

Regarding dependent claims 10-12, Skonnard teaches XPath and XSLT 
extension functions for accessing individual markup language resources from a 
collection of ML resources using a numerical index or keyword, where the index is 
passed as a parameter with the method property, controlling an alias name associated 
with a specified namespace identified in the library, and passing a pointer to the 
specified document at Fig. 12, "Other XPath Extension Functions", and Figs. 8 and 9. 

Regarding dependent claims 13-15, Skonnard teaches a series of functions for 
setting and returning a namespace association of a schema file to a markup applied to 
the document (p. 7; p. 11-12, Fig. 9 and 10). Skonnard teaches an interactive XPath 
expression builder to associate a schema object with the input document to execute a 
transformation (p. 7, "XPath and Type Information"; especially p. 7, par. 8). Specifically, 
Skonnard teaches a series of functions for setting and returning a namespace 
association of a schema file to a markup applied to the document (p. 11-12, Fig. 9 and 
10), and teaches how to programmatically set a property in Fig. 10, thus creating the 
association, therefore, it is implied in the disclosure of Skonnard that the function setting 
the association property allows removal of an association since the property may be 
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reset, resulting in the removal of the association and receiving a return value from the 
schema library responsive to removal of the association, as depicted in Figs. 9 and 10. 

Regarding dependent claims 16 and 17, Skonnard teaches XPath and XSLT 
extension functions for accessing individual transformations from a collection using a 
numerical index or keyword, where the index is passed as a parameter with the method 
property, and controlling an alias name associated with a specified namespace 
identified in the library at Fig. 12, "Other XPath Extension Functions", and Figs. 8 and 9. 

Regarding dependent claim 18, Skonnard teaches an interactive XPath 
expression builder to associate a schema object with the input document to execute an 
XSLT transformation (p. 7, "XPath and Type Information"; especially p. 7, par. 8). 
Specifically, Skonnard teaches a series of functions for setting and returning a 
namespace association of a schema file to a markup applied to the document (p. 11-12, 
Fig. 9 and 10), and teaches how to programmatically set a property in Fig. 10, thus 
creating the association, therefore, it is implied in the disclosure of Skonnard that the 
function setting the association property allows removal of an association since the 
property may be reset, resulting in the removal of the association and receiving a return 
value from the schema library responsive to removal of the association, as depicted in 
Figs. 9 and 10. 
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Response to Arguments 

10. Applicant's arguments filed 08/24/2006 regarding the rejections of claims 1-18 
under 35 U.S.C. 101 have been fully considered but they are not persuasive. Applicant 
argues that in determining whether the claim is for a "practical application," the focus is 
not on whether the steps taken to achieve a particular result are useful, tangible and 
concrete, but rather that the final result is "useful, tangible and concrete" (Remarks, p. 8, 
I. 2-5). Following applicant's line of reasoning, it is the examiner's opinion that the 
claimed invention does not produce a final result that is "useful, tangible and concrete", 
for example, independent claim 5 recites a result of ...the application programming 
interface operative to receive a return value from the XML schema library responsive to 
association of the one or more XML-based resources to the XML markup applied to the 
document. An application programming interface operative to receive does not recite a 
tangible result, since although the interface is operative to receive, the claim does not 
positively recite receiving a return value. Further, even if the interface did receive a 
return value, a return value is not a "useful, tangible and concrete" result. Rather, 
claims 1-18 are at best directed to software perse, therefore the claim rejections under 
35 U.S.C. 101 must be maintained. 

1 1 . Applicant's arguments with respect to claims 1 -1 8 have been considered but are 
moot in view of the new ground(s) of rejection. 
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Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Sosnoski, "XML and Java technologies: Document models, Part 1: 
Performance", p. 1-13, published September 1, 2001, IBM DeveloperWorks , 
available at http://www-128.ibm.com/developerworks/xml/library/x-injava/ 

13. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Amelia Rutledge whose telephone number is 571-272- 
7508. The examiner can normally be reached on Monday - Friday 9:30 - 6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Herndon can be reached on 571-272-4136. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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